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Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Latin Brands Corp.

Entity Corporation Citizenship Puerto Rico

Address 9 Claudia Street Amelia Industrial Park
Guaynabo, PR 00968
UNITED STATES

Correspondence
information

Samuel F. Pamias
Attorney
HOGLUND & PAMIAS, P.S.C.
256 Eleanor Roosevelt Street
San Juan, PR 00918
UNITED STATES
samuel@hhoglund.com, aileen@hhoglund.com, aixa@hhoglund.com,
nahomy@hhoglund.com Phone:787-772-9834

Registration Subject to Cancellation

Registration No 3553239 Registration date 12/30/2008

Registrant All Market Inc
39 West 14th St. Suite 404
New York, NY 10011
UNITED STATES

Goods/Services Subject to Cancellation

Class 032. First Use: 2004/05/31 First Use In Commerce: 2004/08/28
All goods and services in the class are cancelled, namely: coconut water-based beverages

Grounds for Cancellation

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Petitioner as Basis for Cancellation

U.S. Registration
No.

777114 Application Date 06/11/1963

Registration Date 09/15/1964 Foreign Priority
Date

NONE

Word Mark VITARROZ

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class U046 (International Class 029). First use: First Use: 1956/06/06 First Use
In Commerce: 1956/09/17
Canned Beets, Canned, Baked, Green, Kidney, Lima, Pink, Pinto, Snap, Wax
and White Beans; Canned Carrots, Corn, Chick Peas, Field Peas, and Sweet
Peas; Dried Beans and Rice; and Edible Oil

U.S. Registration
No.

1934639 Application Date 10/06/1993

Registration Date 11/14/1995 Foreign Priority
Date

NONE

Word Mark VITARROZ

Design Mark

Description of
Mark

NONE

Goods/Services Class 029. First use: First Use: 1979/09/00 First Use In Commerce: 1979/09/00
canned fish
Class 030. First use: First Use: 1975/09/00 First Use In Commerce: 1975/09/00
crackers
Class 032. First use: First Use: 1989/01/00 First Use In Commerce: 1989/01/00
non-alcoholic brewed beverages, namely malt beverages

U.S. Registration
No.

1959772 Application Date 08/22/1994

Registration Date 03/05/1996 Foreign Priority
Date

NONE

Word Mark VITARROZ

Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1992/00/00 First Use In Commerce: 1992/00/00
pasta and spaghetti sauce

U.S. Registration
No.

3984872 Application Date 10/22/2010

Registration Date 06/28/2011 Foreign Priority
Date

NONE

Word Mark VITARROZ



Design Mark

Description of
Mark

The mark consists of an oval shape with a thick outline. The oval has a darker
backdrop with a lighter hue at the center that darkens progressively toward the
edges. Within the oval appears the word "VITARROZ" in a stylized design such
that the letters toward the middle of the word are larger than the letters toward
the edge of the word.

Goods/Services Class 029. First use: First Use: 1992/00/00 First Use In Commerce: 1992/00/00
Edible fats and oils; olive oil and vegetable oil; processed olives; vegetables and
other horticultural comestible products; assorted chips, namely, plantain, yucca
and vegetable chips
Class 030. First use: First Use: 1956/06/06 First Use In Commerce: 1956/09/17
Rice and processed grains; coffee; wafers and cookies; condiments, namely,
preserved garden herbs as seasonings, vegetable concentrates used for
seasoning, cinnamon sticks; adobo; capers; minced garlic; processed garlic for
use as seasoning; cinnamon; seasonings; spices; and spice blends
Class 032. First use: First Use: 1992/00/00 First Use In Commerce: 1992/00/00
Coconut-based beverages, namely, coconut milk
Class 033. First use: First Use: 1992/00/00 First Use In Commerce: 1992/00/00
Wine

Attachments 72170786#TMSN.gif ( 1 page )( bytes )
85159434#TMSN.jpeg ( 1 page )( bytes )
Cancelation _Vita Coco_FINAL2.pdf ( 16 pages )(239995 bytes )
EX. 1 Reg Vitarroz 0777114.pdf ( 1 page )(22161 bytes )
EX. 2 Reg Vitarroz 1934639.pdf ( 1 page )(24353 bytes )
EX. 3 REG VITARROZ 1979552.pdf ( 2 pages )(40053 bytes )
EX. 4 REG VITARROZ 3984872.pdf ( 1 page )(995235 bytes )
EX. 5 REG VITA COCO.pdf ( 1 page )(22270 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Samuel F. Pamias/

Name Samuel F. Pamias

Date 09/19/2011



 

1 
 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

In re Registration No.:  3553239 
For the Mark     : VITA COCO 
Registered on     : December 28, 2008 
 
 
 

Latin Brands Corp. 

Petitioner 

v. 

All Market, Inc. 

Defendant 

       
     Cancellation No.:  
      
      
 

 
 
  

PETITION FOR CANCELLATION 

Petitioner, Latin Brands Corp. (hereinafter Latin Brands), a corporation duly organized 

under the laws of the Commonwealth of Puerto Rico, having a principal place of business 

at #9 Claudia Street, Amelia Industrial Park, Guaynabo, Puerto Rico, 00968, believes that 

it is and will continue to be damaged by U.S. Tgikuvtcvkqp"Pq0"577545;"hqt"ÐVITA COCOÑ"

and hereby petitions to cancel said registration as follows:  

STATEMENT OF FACTS 

1. Latin Brands is the lawful owner of the following U.S. Trademark Registrations in 

the United Sates Patent and Trademark Office for the distinctive vtcfgoctm"ÐVITARROZ,Ñ 

all of which are valid and in full force and effect: 

a. U.S. Trademark Registration No. 0777114 for ÐEcppgf" Dggvu." Ecppgf."

Baked, Green, Kidney, Lima, Pink, Pinto, Snap, Wax and White Beans; 



 

 

Canned Carrots, Corn, Chick Peas, Field Peas, and Sweet Peas; Dried Beans 

cpf"Tkeg="cpf"Gfkdng"Qkn.Ñ"under International Class 29. 

b. U.S. Trademark Registration No. 1934639 hqt" Ðecppgf" hkujÑ" wpfgt"

International Class 29=" Ðcrackers.Ñ under International Class 30; and Ðnon-

alcoholic brewed bgxgtcigu."pcogn{"ocnv"dgxgtcigu.Ñ under International 

Class 32. 

c. U.S. Trademark Registration No. 1959772 for Ðpasta and spaghetti sauce.Ñ 

under International Class 30. 

d. U.S. Trademark Registration No. 3984872 for ÐEdible fats and oils; olive oil 

and vegetable oil; processed olives; vegetables and other horticultural 

comestible products; assorted chips, namely, plantain, yucca and vegetable 

chips,Ñ under in International Class 29; ÐRice and processed grains; coffee; 

wafers and cookies; condiments, namely, preserved garden herbs as 

seasonings, vegetable concentrates used for seasoning, cinnamon sticks; 

adobo; capers; minced garlic; processed garlic for use as seasoning; 

cinnamon; seasonings; spices; and spice blends,Ñ under in International Class 

30; ÐCoconut-based beverages, namely, coconut milk,Ñ under in 

International Class 32; and ÐWineÑ under International Classes 33.  EXHIBITS 

1-4 

2. In addition to these registrations, Latin Brands Corp. owns significant common law 

rights in its VITARROZ mark. 

3. On the other hand, upon information and belief, All Market, Inc. (hereinafter All 

Market) is a corporation organized under the laws of Delaware and located at 39 West 

14th Street, Suite 404, New York, New York, 10011.   

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=4010:sqrod3.2.1
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4. All Market registered the trademark ÐVITA COCOÑ."Tgikuvtcvkqp"Pwodgt"577545;, 

under International Class 32 for Ðeqeqpwv"ycvgt-based beverages.Ñ According to the Vita 

Coco trademark was registered on December 30, 2008, and has been used in U.S. 

commerce since August 28, 2004. This Registration covers identical and/or related goods 

cu"Ncvkp"DtcpfuÓ"Tgikuvtcvkqp"Pqs. 1934639 and 3984872, particularly non-alcoholic and 

coconut-based beverages. EXHIBIT 5 

5. In turn, Latin Brands Corp. has used the VITARROZ mark in connection with its 

VITARROZ products since long before All Market began using or applied to register the 

VITA COCO mark. Specifically, the ÐVITARROZÑ" trademark has been used in the United 

States commerce since, at least, the year 1956. This date manifestly predates All Market's; 

therefore, as a registered and senior user of the mark, Latin Brands has a superior and 

exclusive right to use the mark. EXHIBITS 1-5. 

6. Throughout the years millions of units of the VITARROZ products have been sold; 

this is evidence that the VITARROZ Trademark has had great acceptance among 

consumers. 

7. In addition, the VITARROZ trademark has been, and is, extensively advertised in 

and promoted in the United States.  Tjg" RgvkvkqpgtÓu" octmu" ctg" u{odqnke" qh" gzvgpukxg"

goodwill and consumer recognition built up throughout the years, as a result of substantial 

amounts of time, money, efforts and resources that have been invested and continue to be 

invested in the advertisement, promotion and marketing of goods using the VITARROZ 

trademark.  Vjgtghqtg."vjg"RgvkvkqpgtÓu"oarks are strong and have become distinctive and 

famous among its customers. 

http://tess2.uspto.gov/bin/gate.exe?f=doc&state=4010:sqrod3.2.1


 

 

8. Moreover, tjg" ÐVITARROZÑ" vtcfgoctm" has been used to identify a several 

products, identified in paragraph 1, above. As such, the VITARROZ trademark is a House 

Mark for this line of products.   

9. Tgikuvtcvkqp"Pq0"577545;"hqt"ÐVITA COCOÑ"ujqwnf"dg"ecpegnngf"qp"vjg"itqwpfu"qh"

likelihood of confusion, false designation of origin and dilution.  

10.  Tjg" ÐVITA COCOÑ" octm" etgcvgu" c" nkmgnkjqqf" qh" eqphwukqp" ykvj" Ncvkp" DtcpfuÓ"

ÐVITARROZÑ" vtcfgoctk, as there are clear similarities between the two marks and the 

products identified by them. Vjwu."eqpuwogt"eqphwukqp"dgvyggp"vjg"ÐVITA COCOÑ"cpf"vjg"

ÐVITARROZÑ" vtcfgoctmu" ku" nkmgn{." fwg" vq" vjg" hcev" vjcv" cp{" kpcfxgtvgpv" eqpuwogt" ecp" dg"

confused as to the source of the goods in question when used on potentially competing 

products. 

11. Cnn"Octmgv)u"tgikuvgtgf"octm"ÐVITA COCOÑ" ku"eqphwukpin{"ukoknct" vq"Ncvkp"DtcpfuÓ"

marks in appearance, pronunciation and trade connotation, particularly because the 

dominant portion of both marks is the prefix ÐVITAÑ and they both identify coconut based 

beverages. Therefore, All Market's mark ÐVITA COCOÑ is likely to cause confusion, 

deception and mistake with Latin BrandsÓ" ÐVITARROZÑ" trademarks, all to Latin BranfuÓ 

damage. 

12. In light of the foregoing, unless the registration owned by All Market is cancelled, 

Latin Brands will be damaged; thus, Latin Brands is entitled to petition a cancellation.  

Accordingly, the registration owned by All Market should be cancelled pursuant to Section 

2(a) and Section 2(d) of the Lanham Act, 15 U.S.C. §10529(a) and (d). Alfred Electronics 

v. Alford Mfg. Co., 333 F.2d 912 (1964), Missouri Silver Pages Directory v. Southwestern 

Bell Media, 6 U.S.P.Q.2d 1028 (1988). 

GROUNDS FOR CANCELLATION 
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13. The first statutory ground for presenting this petition for cancellation is section 14 

of the Trademark Act, 15 U.S.C. §1064, which provides in relevant part:  

A petition to cancel a registration of a mark, stating the grounds 
relied upon, may, upon payment of the prescribed fee, be filed as 
follows by any person who believes that he is or will be damaged, 
including as a result of dilution under section 43(c), by the 
registration of a mark on the principal register established by the Act, 
or unfgt" vjg"Cev" qh" Octej" 5." 3::3." qt" vjg"Cev" qh" Hgdtwct{" 42." 3;270Ñ"
(Emphasis provided) 

 

14.  The grounds on which an opposing party can petition to cancel a registration of a 

mark are stated in Section 43(a) of the Lanham Act, § 43 (15 U.S.C. §1125).  Section 43 

(a) provides that: 

False designations of origin; false description or representation 
provides a remedy for persons who might be affected by: 

(a) (1) Any person who, on or in connection with any goods or 
services, or any container for goods, uses in commerce any word, term, 
name, symbol, or device, or any combination thereof, or any false 
designation of origin, false or misleading description of fact, or false or 
misleading representation of fact, which--  

(A) is likely to cause confusion, or to cause mistake, or to 
deceive as to the affiliation, connection, or association of such 
person with another person, or as to the origin, sponsorship, or 
approval of his or her goods, services, or commercial activities by 
another person. (Emphasis provided) 

OWNERSHIP  

15. Kv" ku" ygnn" guvcdnkujgf" vjcv" c" hgfgtcn" tgikuvtcvkqp" ku" Ðrtkoc" hcekg" gxkfgpeg" qh" vjg"

xcnkfkv{"qh"vjg"tgikuvgtgf"octm."qh"vjg"tgikuvtcvkqp"qh"vjg"octm."qh"vjg"tgikuvtcpvÓu"qypgtujkr"

qh"vjg"octm"cpf"qh"vjg"tgikuvtcpvÓu"gzenwukxg"tkijv"vq"wug"vjg"tgikuvgtgf"octmÈ.Ñ"37"W0U0E0"

§1057(b) (Emphasis provided).  

16. Essentially, Section 7 of the Lanham Act, 15 USCA §1057 (b) establishes a 

statutory presumption of ownership and validity in favor of the registrant of a mark: 



 

 

 ÐC" egtvkhkecvg" tgikuvtcvkqp" qh" c" octm" wrqp" vhe principal register 
provided by this chapter shall be prima facie evidence of the validity of the 
tgikuvgtgf"octm" cpf" qp" vjg" tgikuvtcvkqp" qh" vjg" octm." qh" vjg" tgikuvtcpvÓu"
exclusive right to use the registered mark in commerce of in connection 
with goods or services specified in the certificate subject to any conditions 
qt"nkokvcvkqpu"kp"vjg"egtvkhkecvgÑ0" 

 
PRIORITY RIGHTS OVER THE MARK 

17. To establish priority, the petitioner must show proprietary rights in the mark that 

produce a likelihood of confusion.  Herbko Int. v. Kappa Books, 308 F.3d 1156, 1172 64 

U.S.P.Q. 2d 1375 (Fed. Cir. 2002) (quoting Otto Roth & Co. v. Universal Foods Corps., 640 

F.2d 1317, 1320, 209 U.S.P.Q. 40, 43 (C.C.P.A. 1981).   

18. These proprietary rights may arise from a prior registration, prior trademark or 

service mark use, prior use as a trade name, prior use analogous to trademark or service 

octm" wug." qt" cp{" qvjgt" wug" uwhhkekgpv" vq" guvcdnkuj" rtqrtkgvct{" tkijvu0" " Kf0=" ugg." g0i0" PcvÓn"

Cable Television, 937 F.2d at 1582 (canceling mark on rgvkvkqpgtÓu" rtkqt" wug" qh" vtcfg"

pcog+0" ÐVjwu." gxgp" rtkqt" wug" d{" qrrqugt" qh" vjg" vgto" cu" c" vtcfg" pcog" 000" qt" wug" kp"

advertising analogous to trademark use, may be sufficient to preclude registration of that 

vgto" vq"c" uwdugswgpv"wugt0Ñ"Mpkemgtdwemgt"Vq{"Eq0" v. Faultless Starch Co., 59 C.C.P.A. 

1300, 467 F.2d 501, 508-09, 175 U.S.P.Q. 417, 422 (C.C.P.A. 1972)   (citing Malcolm Nicol 

& Co. v. Witco Corp., 881 F.2d 1063, 1065 (Fed. Cir. 1989).  

19. Moreover, tjg"ÐVITARROZÑ"octm"has been in used in the United States commerce 

since at least, 1956 and has been registered since the year 1964.  On the other hand, All 

Market has just recently started using the mark ÐVITA COCOÑ"*4226+0 EXHIBITS 1-5.  

20. In light of the foregoing, it has been established that Latin Brands is the senior 

wugt" qh" vjg" ÐVITARROZÑ" octm" cpf" vjcv" kv" jcu" vjg" gzenwukxg" tkijv" vq" wug" vjku" octm0"

Vjgtghqtg."Ncvkp"Dtcpfu"jcu"guvcdnkujgf"rtkqtkv{"tkijvu"qxgt"vjg"ÐVITARROZÑ"vtcfgoctm0 
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LIKELIHOOD OF CONFUSION 

21. Likelihood of confusion as to the source of goods is the basic test for a trademark 

infringement. Restatement Third, Unfair Competition §20, commend d (1995); McLean v. 

Fleming, 96 U.S. 245, 24 L Ed. 828 (1878). According to the Lanham Act § 32, 15 U.S.C.A.  

§ 1114(1). A likelihood of confusion exists if thg"wug"qh" vjg"qvjgt"octm" Ðku" nkmgn{" vq"ecwug"

eqphwukqp." qt" vq" ecwug" okuvcmg." qt" vq" fgegkxg0Ñ" vjg" eqpuwogt" kpvq" dgnkgxkpi" vjcv" vjg"

opposer, like in this case, is the origin or the source of the goods or services in question. 

Also, in evaluating a likelihood of confusion, both marks should be analyzed as a whole. 

Tguvcvgogpv."Vqtvu"¸"94;" *3;5:+0"JgptkÓu"Hqqf"Rtqfwevu"Eq0." Kpe0." x0"Vcuv{"Upcemu." Kpe0."

817 F.2d 1303, 2 U.S.P.Q.2d 1856 (7th Cir. 1987).  

22. In order to determine whether likelihood of confusion exists between two 

conflicting marks, the Trademark Trial and Appeal Board (T.T.A.B.) examines the subject 

trademarks in the light of the factors1 established in In re E. I. DuPont DeNemours & Co., 

476 F 2d. 1357, 1361, 177 U.S.P.Q. 653, 567 (CCPA 1973). See In re Majestic Distilling 

Co.." 537" H0" 5f" 3533." 3537." 87" WURS" 4f" 3423." 3426" *Hgf0" Ekt0" 4225+" " *Ðpqv" cnn" qh" vjg"

                                            
1(1) The similarity or dissimilarity of the marks in their entireties as to appearance, sound, 
connotation and commercial impression.  (2) The similarity or dissimilarity and nature of the goods 
or services as described in an application or registration or in connection with which a prior mark is 
in use.  (3) The similarity or dissimilarity of established, likely-to-continue trade channels.  (4) The 
conditions under whicj" cpf" dw{gtu" vq" yjqo" ucngu" ctg" ocfg." k0" g0" ÐkorwnugÑ" xu0" ectghwn."
sophisticated purchasing.  (5) The fame of the prior mark (sales, advertising, length of use).  (6) 
The number and nature of similar marks in use on similar goods.  (7) The nature and extent of any 
actual confusion.  (8) The length of time during and conditions under which there has been 
concurrent use without evidence of actual confusion.  (9) The variety of goods on which a mark is 
qt" ku" pqv" wugf" *jqwug"octm." Ðhcokn{Ñ" octm." rtqfwev" octm+0" " (10) The market interface between 
crrnkecpv"cpf" vjg"qypgt"qh"c"rtkqt"octm<" *c+"c"ogtg"ÐeqpugpvÑ" vq" tgikuvgt"qt"wug." " *d+"citggogpv"
provisions designed to preclude confusion, i. e. limitations on continued use of the marks by each 
party,  (c) assignment of mark, application, registration and good will of the related business,  (d) 
laches and estoppel attributable to owner of prior mark and indicative of lack of confusion,  (11) 
The extent to which applicant has a right to exclude others from use of its mark on its goods,  (12) 
The extent of potential confusion, i. e., whether de minimis or substantial, (13) Any other 
established fact probative of the effect of use. 
  



 

 

DuPont factors made relevant or of equal weight in a given case, and any one of the 

hcevqtu"oc{"eqpvtqn"c"rctvkewnct"ecug.Ñ"swqvkpi"Kp"tg"Fkzkg"Tguvcurant, Inc, 105 F.3d 1405, 

1406-07, 41 USPQ 2d 1531, 1533 (Fed. Cir. 1997).  

23. As shown below, when the criteria outlined in DuPont, ante, are applied to the 

case at hand, a likelihood of confusion exists between the two marks. 

DISTINCTIVENESS 

24. A mark is considered strong if it is inherently distinctive See TMEP 1209.01. The 

distinctiveness of a trademark addresses its capacity for identifying and distinguishing 

particular goods as emanating from one producer or source and not another.  Marks that 

are inherently distinctive are categorized as arbitrary/fanciful or suggestive. See Id. Here, 

Ncvkp"DtcpfÓu"octm"ÐXkvcttq¦Ñ"ku"fanciful, coined term; thus, inherently distinctive.   

STRENGTH OF THE MARK 

25. The strength of a mark is a determination of the mark's distinctiveness and degree 

of recognition in the marketplace. A mark is strong if it is highly distinctive, i.e., if the public 

readily accepts it as the hallmark of a particular source; it can become so because it is 

unique, because it has been the subject of wide and intensive advertisement, or because 

of a combination of both. The stronger the mark, all else equal, the greater the likelihood of 

confusion. Gray v. Meijer Inc., 295 F. 3d 641, 646, 63 U.S.P.Q. 2d 1735 (6th Cir. 2002).   

Homeowners Group, Inc. v. Home Marketing Specialists, 931 F. 2d 1100, 1107 (6th Cir. 

1991).      

26. ÐVjg"uvtgpivj"qh"c"octm"ku"qhvgp"cuegtvckpgf"d{"nqqmkpi"cv"vjg"gzvgpv"qh"cfxgtvkukpi"

kpxguvgf"qp"kv."cpf"d{"vjg"xqnwog"qh"ucngu"qh"vjg"rtqfwevÑ0"Dcphk"Products Corp. v. Kendall-

Jackson Winery Ltd., 74 F. Supp.2d 188 (E.D.N.Y. 1999). 
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27. Kp"vjg"ecug"cv"jcpf."Ncvkp"DtcpfÓu"ÐVITARROZÑ"vtcfgoctm"ku"c"uvtqpi."ygnn-known 

name in the Hispanic market, and their products are a staple among consumers of Latin-

American food products.  As previously stated, Latin Brands has consistently and 

eqpvkpwqwun{" wugf" kvu" ÐVITARROZÑ" vtcfgoctm" vq" ugnn" hqqf" rtqfwevu" kp" vjg" Wpkvgu" Uvcvgu"

commerce, including Puerto Rico, since as early as 1956. Throughout the years, millions 

qh" wpkvu" qh" vjg" ÐVITARROZÑ" rtqfwevu" jcxg dggp" uqnf=" vjgtghqtg." vjg" ÐVITARROZÑ"

Trademark has had great acceptance among consumers.   

28. In addition, the VITARROZ trademark has been, and is, extensively advertised in 

cpf" rtqoqvgf" kp" vjg" Wpkvgf" Uvcvgu0" " Vjg" RgvkvkqpgtÓu" octmu" ctg" u{odqnke" qh" gzvgpukxg 

goodwill and consumer recognition built up throughout the years, as a result of substantial 

amounts of time, money, efforts and resources that have been invested and continue to be 

invested in the advertisement, promotion and marketing of goods using the VITARROZ 

vtcfgoctm0""Vjgtghqtg."vjg"RgvkvkqpgtÓu"octmu"ctg"uvtqpi"cpf"jcxg"dgeqog"fkuvkpevkxg"cpf"

famous among its customers. 

29. Accordingly, as a result of the very substantial amounts of money invested and 

that continue to be invested in the advertising and rtqoqvkqp" qh" vjg" ÐVITARROZÑ"

trademark, sales have become significant and have resulted in the extensive use of the 

ÐVITARROZÑ"rtqfwevu"Vtcfgoctm0"" 

30. Vjwu." vjg" ÐVITARROZÑ" Vtcfgoctm" jcu" dwknf" wr" c" uwduvcpvkcn" eqoogtekcn"

reputation and incalculable associated goodwill that makes this Trademark strong, well-

known and famous, giving it an added brand value that belongs exclusively to Latin 

Brands. 

SIMILARITY OF THE MARKS 



 

 

31. Vjg"fgitgg"qh"ukoknctkv{"dgvyggp"vjg"octmu" ku"cpqvjgt"hcevqt" vjcvÓu"ygkijgf" kp"c"

likelihood of confusion analysis.  First, the marks are compared for similarities in 

appearance, sound, connotation, and commercial impression.  In re E. I. DuPont 

DeNemours & Eq0."698"H40"3579."3583."399"W0U0R0S0"875."789"*EERC"3;95+0""ÐGcej"owuv"

be considered as it is encountered in the marketplace. Although similarity is measured by 

vjg" octmu" cu" c" yjqng." ukoknctkvkgu" ygkij" oqtg" jgcxkn{" vjcp" fkhhgtgpeguÑ0" " AMF Inc v. 

Sleekcraft Boats, 599 F.2d 341, 351 (9th Cir. 1979). 

32. In the case at hand, it is undisputed that trademarks at issue are similar in 

crrgctcpeg." uqwpf." eqppqvcvkqp." cpf" eqoogtekcn" kortguukqp0" Dqvj" rctvkguÓ" vtcfgoctmu"

use the prefix ÐVITAÑ"kp"c"rtqokpgpv"hcujkqp."ocming it the main element of the trademarks.  

Vjg" eqphwukpi" ukoknctkv{" cpf" qxgtcnn" xkuwcn" crrgctcpeg" qh" dqvj" rctvkguÓ" vtcfgoctmu" ku"

tgoctmcdng" vq" vjg" rqkpv" yjgtg" FghgpfcpvÓu" kphtkpikpi" vtcfgoctm" kp" ghhgev"okokeu" vjcv" qh"

Latin Brands. Needless to say, since bqvj" rctvkguÓ" vtcfgoctmu" eqpvckp" vjg" ucog" yqtf"

ÐVITAÑ."vjg"octmu"ctg"kpgxkvcdn{"kfgpvkcal in visual appearance, sound and connotation.  

33. Yjgp"vjg"rctvkguÓ" vtcfgoctmu"ctg"eqorctgf."yg"ugg"vjcv" kp"cnn"qh" vjgo"vjg"yqtf"

ÐVITAÑ"crrgctu"cv" vjg"dgikppkpi"qh" vjg"octm0" Kp"dqvj"ecugu" vjg"yqtf" ÐVITAÑ"cevu"cu" vjg"

primary word for the trademark due to its strong sound in Latin pronunciation.   

34. Hwtvjgtoqtg."yjgp" vjg"ogcpkpi"qh" vjg"yqtf" ÐVITAÑ" ku"eqorctgf"vq" vjg"yc{" vjku"

yqtf"ku"wugf"kp"ÐVITA COCOÑ."qpg"ecp"swkemn{"pqvkeg"vjcv"FghgpfcpvÓu"kpvgpv"ku"vq"wug"kv"cu"

a trademark.   

35. Similarity in meaning or connotation is another factor to consider when 

determining whether there is a likelihood of confusion between trademarks. The meaning 

or connotation of a mark must be determined in relation to the named goods or services. In 

re Sears, Roebuck and Co., 2 USPQ2d 1312 (TTAB 1987).   
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36. As noted in the preceding analysis, as used in relation to the respective products, 

vjg"rctvkguÓ"vtcfgoctmu"jcxg"vjg"ucog"eqpnotation and meaning, and bring the same idea 

vq"rgqrnguÓ"okpfu0""" 

37. In light of the foregoing, all these elements clearly contribute to the similarity of the 

two marks and the overall confusion of the public.  

CHANNELS OF TRADE 

38.  Another DuPont factor in a likelihood of confusion analysis involves channels of 

vtcfg0"Dqvj."Ncvkp"DtcpfÓu"ÐVITARROZÑ"rtqfwevu"cpf"Cnn"OctmgvÓu"ÐVITA COCOÑ"rtqfwevu"

travel through exactly the same channels of trade.  

39. Since both parties sell goods of the same type and nature, namely food products, 

FghgpfcpvÓu"iqqfu"ctg"cpf"yknn"dg"fkuvtkdwvgf."octmgvgf"cpf"cfxgtvkugf"vjtqwij"vjg"ucog"

ejcppgnu"cpf"vjg"ucog"ogfkwou"cu"Ncvkp"DtcpfÓu"ÐVITARROZÑ"rtqfwevu0""Dgkpi"food and 

beverage kvgou." vjg"rctvkguÓ" rtqfwevu"ctg"qt"yknn" dg" uqnf" kp"rncegu"where these types of 

goods are sold, such as supermarkets, convenience stores, and the like.  

40. For this same reason."dqvj"Cnn"OctmgvÓu"cpf"Ncvkp"DtcpfÓu"iqqfu"ctg"qhhgtgf"vq"vjg"

same class of customers; thus, both parties target the same consumer group for their 

goods.  

41. Accordingly, there can be no allegation that the niche market of each good can be 

fkhhgtgpvkcvgf"hqto"vjg"qvjgt0" "Cu"c"tguwnv." nkmgnkjqqf"qh"eqphwukqp"gzkuvu"cpf"Ncvkp"DtcpfÓu"

rtqrtkgvct{" tkijvu" cu" vjg" tkijvhwn" qypgt" qh" vjg" ÐVITARROZÑ" vtcfgocrk will be severely 

fcocigf"d{" vjg" tgikuvgtgf"wug"qh"Cnn"Octmgv)u" vtcfgoctm." ÐVITA COCOÑ0"See In re E. I. 

DuPont DeNemours & Co., 476 F.2d 1357 (1971), 1361.  (Likelihood of confusion is 

guvcdnkujgf" yjgp" vjg"octmu" gzjkdkv" c" Ðukoknctkv{" qt" fkuukoknctkv{" qh" guvcdnkujgf." nkmgn{-to-

eqpvkpwg"vtcfg"ejcppgnu0Ñ+   



 

 

TYPE OF GOODS AND DEGREE OF CONSUMER CARE EXPECTED 

42. The types of goods and the degree of consumer care expected is another 

consideration in a likelihood of confusion analysis. In analyzing the degree of care that a 

consumer might exercise in purchasing the parties' goods, the question is whether a 

"reasonably prudent consumer" would take the time to distinguish between the two product 

lines. Brookfield Comm., Inc. v. West Coast Entertainment Corp., 174 F.3d 1036, 1060 (9th 

Cir.1999).  

43. The care that is expected from the purchasers is determined by the marketing 

environment in which the goods or services are ordinarily bought or sold. Some factors to 

be considered are the manner in which the goods are purchased, the manner in which the 

goods are marketed and the class of prospective purchasers. Restatement (THIRD) of 

Unfair Competition §20. Other factors affecting consumer care include the kind and cost of 

the product or service. Less care and greater risk of confusion is expected for items, which 

are inexpensive. Ujcmg{Óu." Kpe0" x0" Eqxcnv, 204 F.2d 426, 218 U.S.P.Q. 16, 20 (9th Cir. 

1983). These are generally not subject to thoughtful research.   

44. The consumer who is accustomed to buying an inexpensive, impulse item is 

unlikely, due to the nature of the purchase, to retain more than a general recollection of the 

mark or dress and therefore is more likely to be confused when later encountering the 

same product sold under a confusing similar mark or dress. AmBRIT, Inc. v. Kraft, Inc., 812 

F.2d 1531, 1 U.S.P.Q.2d 1161, 1169 (11th Cir. 1986) (sales in busy grocery stores to 

jwttkgf"ujqrrgtuÑ+="Lever Bros. Co. v. Am. Bakeries Co., 693 F.2d 251, 259, 216 U.S.P.Q. 

399." 3:5" *4f" Ekt0" 3;:4+" *Ðecuwcn" dw{gtÈ]kp_" vjg" dwuvnkpi." ugnh-service atmosphere of a 

v{rkecn"uwrgtoctmgvÑ+="Hnqtcnkhg."Kpe0"x0"Hnqtcnkpg"KpvÓn."Kpe0, 225 U.S.P.Q. 683, 686 (T.T.A.B. 

1984) (Goya Foods, Inc. v. Condal Distribs., Inc., 732 F. Supp. 453, 457, 17 U.S.P.Q. 2d 
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1949, 1953 (S.D.N.Y. 1990) (expert testified that consumers, when purchasing low-cost 

uvcrng"hqqf"kvgou."Ðswkemn{"itcd"vjg"rtqfwev"qhh"vjg"uwrgtoctmgv"ujgnhÑ+0" 

45. In addition, the same sales methods and marketing channels are employed. 

Consumers are used to obtaining these products at the supermarket and in a casual 

atmosphere. Since the products bearing the trademarks in controversy are every day 

articles, and usually low-cost items, the typical supermarket buyer tends to select quickly 

their products, without paying a great degree of care.   

46. This behavior and lack of sophistication from the consumer adds to the fact that 

vjg" tgiwnct" ewuvqogtu" yjq" iq" vq" vjg" uwrgtoctmgv" vjkpmkpi" vjg{" yknn" dw{" ÐVITARROZÑ"

rtqfwevu"okijv" gttqpgqwun{" gpf"wr"rwtejcukpi" vjg" ÐVITA COCOÑ" rtqfwevu" vjkpmkpi" vjg{"

are made by the Petitioner, Latin American Brands.   

SIMILARITY OF THE NATURE OF THE GOODS & THE INTENT IN ADOPTING THE 

MARK 

47. ÐYjgp"vjg"iqqfu"rtqfwegf"d{"vjg"cnngigf"kphtkpigt"eqorgvg"hqt"ucngu"ykvj"vjqug"

of the trademark owner, infringement usually will be found if the marks are sufficiently 

ukoknct"vjcv"eqphwukqp"ecp"dg"gzrgevgfÑ0"AMF. Inc. v. Sleekcraft Boats, 599 F.2d 341, 348 

(9th Cir. 1979).  

48. Both parties are involved in the sale of food and/or beverage products; their goods 

are in direct competition and allude to the similar ethnic group.  Therefore, likelihood of 

confusion is unavoidable.   

49. All Market intends to penetrate into the same market as Latin Brands and intends 

to do so by free-riding and capitalizing off the reputation and goodwill qh"vjg"ÐVITARROZÑ"

trademark0""D{"wukpi"vjg"pcog"ÐVITA COCOÑ"cpf"jcxkpi"kv"tgikuvgtgf"cu"c"vtcfgoctm."Cnn"

Market is clearly alluding to Ncvkp"Dtcpf)u"ÐVITARROZÑ"octm0"" 



 

 

50. Cu" jcu" dggp" fgoqpuvtcvgf." pqv" qpn{" ctg" vjg" ÐVITARROZÑ" rtqfwevu" cpf" Cnn"

OctmgvÓu" rtqfwevu" ÐXkvc" EqeqÑ" enqugn{" tgncvgf" yithin the same type of industry. Their 

rtqfwevu" pqv" qpn{" dgnqpi" vq" vjg" ucog" itqwr" cu" qpg" qh" ÐVITARROZÓÑ" most popular 

products, but they are consumed in the same kind of manner. They are identical and/or 

closely related and the similitude is inevitable.  

51. By the time All Market conceived its mark, Latin Brands had already adopted, 

used and built a strong and well-mpqyp"octm"kp"ÐVITARROZÑ0" 

52. Vjg" hcev" vjcv" vjg" rctvkguÓ" octmu" ctg" ukoknct" cpf" vjg" hcev" vjcv" Cnn" Octmgv" jcf"

mpqyngfig"qh"vjg"ÐVITARROZÑ"octm"yjgp"kv"cfqrvgf"kvu"qyp."ukoknct"octm"cpf"kpvgpfu"vq"

profit from it, suggests that this circumstantial inference is the leading basis for a finding of 

bad faith intent.   

CONCLUSION 

 Being two marks competing in the same industry of food products, distributed 

through the same channels of trade, and aimed to the same target of consumers, there is 

a great probability thcv"vjg"eqooqp"eqpuwogt"yknn"kfgpvkh{"vjg"yqtf"ÐVITAÑ"qp"Cnn"OctmgvÓu"

ÐVITA COCOÑ" rtqfwevu" cpf"dw{" vjgo." vjkpmkpi" vjcv" vjg{"ctg" Ncvkp"DtcpfÓu" ÐVITARROZÑ"

products or that they are somehow related to, or sponsored by Latin Brands.  Accordingly, 

likelihood of eqphwukqp"cu" vq" vjg" uqwteg"qt" swcnkv{" qh" vjg" rtqfwevu"gzkuv" cpf"Cnn"OctmgvÓu"

trademark registration should be cancelled. 

   In view of the similarity of the respective marks and the related nature of the goods 

of the respective parties, All Market's mark so resembles Latin Brand's registered mark as 

vq" dg" nkmgn{" vq" ecwug" eqphwukqp." okuvcmg." qt" fgegkv0" " Oqtgqxgt." FghgpfcpvuÓ" octm" cpf"

crrnkecvkqp" ctg" cnuq" fknwvkpi" qt" yknn" fknwvg" vjg" kpjgtgpv" fkuvkpevkxgpguu" qh" Ncvkp" DtcpfÓu"
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ÐVITARROZÑ" octm" cpf" vjg" iqqfyknn" cusociated therewith in violation of 15 U.S.C. 

11258(c).   

WHEREFORE, Latin Brands is being severely damaged by the registration of the 

octm"ÐVITA COCOÑ"cpf"rtc{u"vjcv"vjku"Ecpegnncvkqp"dg"uwuvckpgf"kp"kvu"hcxqt."uq"vjcv"uaid 

Registration No. 3553239 hqt"ÐVITA COCOÑ"ku cancelled.  

Respectfully submitted, 

September 19, 2011 

        
Samuel F. Pamias-Portalatín 
E-mail: samuel@hhoglund.com 
Hoglund & Pamias, P.S.C. 
256 Eleanor Roosevelt Street 
San Juan, Puerto Rico 00918 
Telephone: 787-772-9200 
Facsimile: 787-772-9533 
 
 s/Aileen E. Vázquez-Jiménez 
 Aileen E. Vázquez-Jiménez 
E-mail: aileen@hhoglund.com 
Hoglund & Pamias, P.S.C. 
256 Eleanor Roosevelt Street 
San Juan, Puerto Rico 00918 
Telephone: 787-772-9234 
Facsimile: 787-772-9533 
 
 Attorneys for Petitioner 
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CERTIFICATE OF SERVICE 
 

IT IS HEREBY CERTIFIED that on this date, a true and correct copy of the foregoing 

Petition for Cancellation was served by first class mail, postage prepaid, upon Defendant, 

All Market Inc, by mailing it to the correspondence address of record in the United States 

Patent and Trademark Office, Glenn A. Gundersen, Dechert LLP, 2929 Arch Street, Cira 

Centre, Philadelphia, Pennsylvania, United States 19104; All Market Inc, 39 West 14th 

Street, Suite 404, New York, New York, 10011. 

 

September 19, 2011 

""""""  
Samuel F. Pamias-Portalatín 
E-mail: samuel@hhoglund.com 
Hoglund & Pamias, P.S.C. 
256 Eleanor Roosevelt Street 
San Juan, Puerto Rico 00918 
Telephone: 787-772-9200 
Facsimile: 787-772-9533 
 
 s/Aileen E. Vázquez-Jiménez 
 Aileen E. Vázquez-Jiménez 
E-mail: aileen@hhoglund.com 
Hoglund & Pamias, P.S.C. 
256 Eleanor Roosevelt Street 
San Juan, Puerto Rico 00918 
Telephone: 787-772-9234 
Facsimile: 787-772-9533 
 
Attorneys for Petitioner 
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